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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )|EI Responsive to communication(s) filed on 03 March 2006 . 
2a)EE3 This action is FINAL. 2b)CD This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1.3-16 and 18-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 15 and 29 is/are allowed. 

6) S Claim(s) 1.3-14.16.18-21 and 23-28 is/are rejected. 

7) S Claim(s) 15 and 22 is/are objected to. 

8) CD Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) CD The specification is objected to by the Examiner. 

10)CD The drawing(s) filed on is/are: a)D accepted or b)CD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)CD Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)CD Some * c)CD None of: 

1 .□ Certified copies of the priority documents have been received. 

2.CD Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-14, 16-21, and 23-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beach et al., U.S. Patent # 5,874,172 in view of Robertson, U.S. 
patent # 4,504,172 for the reasons utlined in the correspondence mailed May 17, 2006. 
Applicant traverses the Examiner's holding that the claims are unpatentable over the 
combined teachings of Beach and Robertson because (i) Robertson does not "disclose 
the use of polyurethane molds in association with developer rollers" and (ii) Robertson 
does not suggest the improvements reported by Applicant that are conferred by the 
incorporation of the graft polymer. 

Concerning the first point, the gist of Robertson's invention is not to make 
polyurethane molds containing an equivalent copolymer. Rather, Robertson aims to 
make polyurethane-based molded objects that do not stick to the sidewalls of a metal 
mold when the PU molded object is removed from the mold. Although the molded 
objects mentioned in that disclosure are automobile parts, the skilled artisan would 
expect that these same benefits may be extended to other polyurethane-based articles 
of manufacture. That the manufacturing process by which the developer rollers 
contemplated by Beach entails casting a urethane polymer-forming composition into a 
mold featuring a central metal shift (top of column 4) is significant because one of 
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ordinary skill would expect based on the teachings of Robertson that the cured polymer 
would stick to the metal shaft (and the sidewalls of the mold which are ostensibly metal). 

As for the second position taken by Applicant, the fact that applicant has 
recognized another advantage which would flow naturally from following the suggestion 
of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 
1985). 

Applicant's larger argument seems to be that the Examiner has only provided a 
motivation to "try", or that it would have been "obvious to try" adding the copolymer 
taught by Robertson to the urethane formulation disclosed by Beach. "The admonition 
that obvious to try' is not the standard under § 103 has been directed mainly at two 
kinds of error. In some cases, what would have been obvious to try' would have been to 
vary all parameters or try each of numerous possible choices until one possibly arrived 
at a successful result, where the prior art gave either no indication of which parameters 
were critical or no direction as to which of many possible choices is likely to be 
successful.... In others, what was obvious to try' was to explore a new technology or 
general approach that seemed to be a promising field of experimentation, 
where the prior art gave only general guidance as to the particular form of the claimed 
invention or how to achieve it." In re O 'Farrell, 853 F.2d 894, 903, 7 USPQ2d 1673, 
1681 (Fed. Cir. 1988) The combination relied upon by presently does not fit either of 
the situations delineated supra, hence the Examiner believes that the statement of 
motivation was appropriate and the rejection proper. 
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Allowable Subject Matter 

Claims 8 and 22 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. Claims 15 and 29 are allowable. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

May 17, 2006 




MARC S. ZIMMER 
PRIMARY EXAMINER 



